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^Total Number of Pages in This Submission 




Confirmation Number 


J 



ENCLOSURES (check all that apply) 



Fee Transmittal Form 
Fee Attached 



□ 

□ 

| j Amendment / Response 
| | After Final 
| | Affidavits/declaration (s) 

| | Extension of Time Request 

| | Express Abandonment Request 
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□ Certified Copy of Priority 
Document(s) 

□ Response to Missing Parts/ 
Incomplete Application 

□ Response to Missing 
Parts under 37 CFR 
1.52 or 1.53 



□ 
□ 
□ 
□ 
□ 
□ 
□ 
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Assignment Papers 
(for an Application) 

Drawing(s) 

Licensing-related Papers 

Petition Routing Slip (PTO/SB/69) 
and Accompanying Petition 

Petition to Convert to a 
Provisional Application 

Power of Attorney, Revocation 
Change of Correspondence 
Address 

Terminal Disclaimer 
Small Entity Statement 

Request for Refund 



Remarks 



□ After Allowance Communication 
to Group 

□ Appeal Communication to Board 
of Appeals and Interferences 

□ Appeal Communication to Group 
(Appeal Notice. Brief, Reply Brief) 

| | Proprietary Information 

| | Status Letter 
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Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the individual case. 
Any comments on the amount of time you are required to complete this form should be send to the Chief Information Officer, Patent and 
Trademark Office, Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant 
Commissioner for Patents, Washington, DC 20231. 
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PATENT APPLICATION 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application 



Binggeli et al. 



Group: 1613 



Serial No. 08/711,339, filed September 6, 1996 



Examiner: R. Ramsuer 



For: NOVEL PIPERIDINE DERIVATIVES HAVING RENIN INHIBITING ACTIVITY 
COMMUNICATION IN RESPONSE TO NOTICE UNDER 37 C.F.R. § 1.251 



Commissioner of Patents 

Washington, D.C. 20231 
Box Reconstruction 

Dear Sir: 

This Communication is filed in response to the October 30, 2001 Notice Under 37 
C.F.R. § 1.251 issued in connection with the above-identified patent application. A 
response to this Notice is due April 30, 2002. 

Pursuant to the Notice, the Patent Office cannot locate the file of the above- 
identified patent application. In response to the Notice, applicants herewith submit (i) a 
copy of all correspondence between the Patent Office and applicants for the above- 
identified patent application, (ii) a list of such correspondence, and (iii) a statement that 
the copy is a complete and accurate copy. 



Nutley, New Jersey 071 10 
February 5, 2002 



• # 



Serial No. 08/711,339 
Filed: September 6, 1996 

Applicants' Statement 

The submitted documents form a complete and accurate copy of applicants 1 
records of all of the correspondence between the Patent Office and applicants for the 
above-identified patent application, and applicants are unaware of any correspondence 
between the Patent Office and applicants that is not among applicants' records. 

If a telephone conference would be of assistance in furthering prosecution, 
applicants' undersigned attorney requests that he be contacted at the number provided 



No fee, is required in connection with the filing of this Communication. If any fee is 
deemed necessary, authorization is given to charge the amount of any such fee to 
deposit account no. 08-2-525. 



below. 




Telephone: (973) 235-6326 
Telefax: (973)235-2363 



117169 
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• # 



Serial No. 08/711,339 
Filed: September 6, 1996 

1 . September 28, 2001 PTO Receipt of Acknowledgment Card for Status Letter 

2. September 24, 2001 Status Inquiry 

3. June 15, 2001 Letter to Dr. Brian Stanton, Biotechnology Practice Specialist, Group 
1600 with attachments 

4. February 28, 2001 Letter to Dr. Richard Schwartz, Biotechnology Practice Specialist, 
Group 1600 with attachments 

5. March 2, 2001 PTO Receipt of Acknowledgment Card for Status Inquiry 

6. February 28, 2001 Status Inquiry 

7. October 4, 2000 PTO Receipt of Acknowledgment Card for Status Inquiry 

8. September 28, 2000 Status Inquiry 

9. June 5, 2000 PTO Receipt of Acknowledgment Card for Supplemental Information 
Disclosure Statement 

1 0. June 1 , 2000 Request to Charge Deposit Account 

11. June 1, 2000 Supplemental Information Disclosure Statement with references A5 
and A6 

12. March 31, 2000 PTO Receipt of Acknowledgment Card for Supplemental 
Information Disclosure Statement 

1 3. March 28, 2000 Request to Charge Deposit Account 

14. March 28, 2000 Supplemental Information Disclosure Statement with references B4, 
B5 and B6 

15. April 6, 2000 PTO Receipt of Acknowledgment Card for Petition to Invoke the 
Supervisory Authority of the Commissioner Under 37 C.F.R. §1.181 

16. March 27, 2000 Petition to Invoke the Supervisory Authority of the Commissioner 
Under 37 C.F.R. §1.181 
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• # 



Serial No. 08/711,339 
Filed: September6, 1996 

17. February 16, 2000 Fax from PTO, Richard A. Schwartz, Ph.D., Biotechnology 
Practice Specialist, Group 1600 to Bill Epstein, Esq. 

18. Petition Decision 

19. December 6, 1 999 Notice of Abandonment 

20. November 12, 1999 PTO Receipt of Acknowledgment Card for Status Inquiry 

21 . November 9, 1 999 Status Inquiry 

22. May 1 0, 1999 PTO Receipt of Acknowledgment Card for Communication 

23. May 5, 1999 Communication 

24. April 2, 1999 PTO Receipt of Acknowledgment Card for Renewed Petition to 
Commissioner Under 37 C.F.R. §1.144 

25. March 29, 1 999 Renewed Petition to Commissioner Under 37 C.F.R. §1 .144 

26. March 8, 1999 Office Action Summary 

27. March 1 , 1999 PTO Receipt of Acknowledgment Card for Appeal Brief and Request 
to Charge Deposit Account-Brief on Appeal 

28. February 22, 1 999 Appeal Brief 

29. February 22, 1 999 Request to Charge Deposit Account-Brief on Appeal 

30. February 3, 1999 Petition Decision 

31 . December 28, 1 998 PTO Receipt of Acknowledgment Card for Notice of Appeal and 
Communication in Response to September 25, 1998 Final Office Action 

32. December 22, 1998 Notice of Appeal from the Primary Examiner to the Board of 
Appeals 

33. December 22, 1998 Communication in Response to September 25, 1998 Final 
Office Action 

34. November 16, 1998 PTO Receipt of Acknowledgment Card for Petition to 
Commissioner Under 37 C.F.R. §1 .144 
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• # 

Serial No. 08/711,339 
Filed: September 6, 1996 

35. November 11, 1998 Petition to Commissioner Under 37 C.F.R. §1.144 

36. September 25, 1998 Final Office Action Summary 

37. August 12, 1998 PTO Receipt of Acknowledgment Card for Supplemental 
Information Disclosure Statement 

38. August 10, 1998 Supplemental Information Disclosure Statement with references B2 
and B3 

39. August 1 0, 1 998 Request to Charge Deposit Account 

40. July 20, 1998 PTO Receipt of Acknowledgment Card for Communication with 
Petition for Extension of Time 

41. July 16, 1998 Petition of Extension of Time 

42. July 16, 1998 Communication with references A2 and A3 

43. Examiner Interview Summary Record, Paper Number 9 

44. March 23, 1 998 Office Action 

45. November 10, 1997 PTO Receipt of Acknowledgment Card for Amendment / Power 
of Attorney to Associate Attorney 

46. November 7, 1 997 Amendment 



47. November 7, 1 997 Power of Attorney to Associate Attorney 
\\ - 48. October 16, 1997 Office Action 

lo — 49. January 13, 1997 PTO Receipt of Acknowledgment Card for Claim for Right of 







Priority w/ Documents 




50. 


January 6, 1 997 Transmittal of Certified Copies 




51. 


Filing Receipt 


1 - 


52. 


December 31, 1996 PTO Receipt of Acknowledgment Card for Information 




Disclosure Statement and References 
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• . # 

/ Serial No. 08/711,339 

Filed: September 6, 1996 

^ ^ 53. December 17, 1996 Information Disclosure Statement with International Search 
Report and references A1, A2, A3, A4, B1, C1, C2, C3, C4, C5 f C6, C7, C8, C9, 
C10, C11, C12, C13, C14, C15, C16, C17, and C18 
^ - 54. November 7, 1996 PTO Receipt of Acknowledgment Card for Response to Notice to 

File Missing Parts of Application 
U - 55. November 5, 1996 Response to Notice to File Missing Parts of Application 
^ - 56. Executed Declaration and Power of Attorney for Patent Application 
Z,- 57. October 23, 1996 Notice to File Missing Parts of Application, Filing Date Granted 

58. March 29, 1997 Notice of Recordation of Assignment Document 

59. Assignment 

60. March 20, 1997 Notice of Recordation of Assignment Document 

61. Assignment 

62. September 6, 1 996 PTO Receipt of Acknowledgment Card for Patent Application 

63. September 6, 1996 Patent Application Fee Sheet 

64. Patent Application Specification 

65. Declaration and Power of Attorney for Patent Application - Unsigned 
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UNITED STATES DEPARTMENT OF COMMEBCE 
Uulted Si* tc» Psiciil and TradeuMrk Offlo* 

Addr*** COMMISSIONED O? PATENTS AND TRAtEMAIlKS 
Waihimpion. D C 10231 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 



4019/135 



08/711,339 09/06/1996 



Hoffman-LA Roche Inc. 
Patent Law Department 
340 Kingsland Street 
Nuiley, NJ07110 



Alfred Binggeli 



EXAMINER 



Ramsuer, R. 



ART UNIT 



PAPER NUMBER 



DATE MAILED: 



1613 



10/30/01 



NOTICE UNDER 37 CFR 1.251 - Patent 



be file of the above-identified patent cannot be located after a reasonable search. Therefore, the Office is initiating the yi 
reconstruction of the file of the above-identified patent pursuant to the provisions of 37 CFR 1.251. /[ocJ&fjfe/^, ' CuGt*^^^/ 

Patentee is given a period of SIX (6) MONTHS from the mailing date of this notice within which to provide a copy of patentee's /^Aj 
record ( if any) of all of the correspondence between the Office and patentee for the above- identified patent (except for U.S. patent 
documents), a list of such correspondence, and a statement that the copy is a complete and accurate copy of patentee's record of all of 
the correspondence between the Office and the patentee for the above -identified patent (except for U.S. patent documents), and 
whether patentee is aware of any correspondence between the Office and patentee for the above-identified patent that is not among 
patentee's records. 



□ The following paper(s) pertaining to the above-identified patent cannot be located after a reasonable search: 



Therefore, the Office is initiating the reconstruction of such paper(s) pursuant to the provisions of 37 CFR 1.251. 

Patentee is given a period of SIX (6) MONTHS from the mailing date of this notice within which to provide a copy of the paperfs) 
listed above and a statement that the copy of such paper(s) is a complete and accurate copy of patentee's record of such paper(s). 

Alternatively, patentee may reply to this notice by producing patentee's record (if any) of all of the correspondence between the Office 
and the patentee for the above -identified patent for the Office to copy (except for U.S. patent documents), and provide a statement 
that the papers produced by patentee are patentee's complete record of all of the correspondence between the Office and the patentee 
for the above-identified patent (except for U.S. patent documents), whether patentee is aware of any correspondence between the 
Office and the patentee for the above-identified patent that is not among patentee's records. Such records must be brought to the 
Customer Service Center in the Office of Initial Patent Examination (Crystal Plaza 2, 201 1 South Clark Place, Arlington, VA 22202). 

If patentee does not possess any record of the correspondence between the Office and the patentee for the above-identified patent (or 
any copy of the papers) listed above), patentee must reply to this notice by providing a statement that patentee does not possess any 
record of the correspondence between the Office and the patentee for the above-identified patent. 

□ A printout from PALM of the contents of the file of the above-identified patent is included with this notice. 



Direct the reply to this notice to: 



Direct questions concerning this notice to: 



Box Reconstruction *■ 
United States Patent and Trademark Office 
Washington, DC 20231 



FORM PTO-2055-A (REV. 11/2000) 



DEC - 3 ?: 1 
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COPY SENT TO 
DEPARTMENT PLP 



# 



FORM PTO-2055-B (REV. 1 1/2000) 
Approved for use through xx/xx/xxxx. OMB 0651-0031 
• , , u d -i. p. , . A rirtrt , U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE 

Under the Paperwork Reduction Act of 1995, no persons art required to respond to a collection of information unless it displays a valid OMB control number 



In re Patent No.: 
Patentee: A p|i ) 
Patent Date: 
Application No.: 
Filing Date: 

Direct to: 



1 U 



Box Reconstruction 

United States Patent and Trademark Office 
Washington, DC 20231 



NOTICE UNDER 37 CFR 1.251 - Patent 

Statement (check the appropriate box): ^ * 1 C< *^ J 

l&The copy submitted withj t his rep ly is a complete and accujrate copy o f patmti L ^ ecord of all of the correspondencfe 
between the Office and thejlpdiemee- for the above- identifiedj[-ptrteflt (except for U.S. patent documents), and paTenfeehs 
not aware of any correspondence between the Office and pateateafor the above-identified patent that is not among 
« pQtontoc ls records. v * , - i 

□ The copy of the papers) listed in the notice under 37 CFR 1 .25 1 is/are a complete and accurate copy of patentee's 
record of such paper(s). 

□ The papers produced by patentee are patentee's complete record of all of the correspondence between the Office and 
the patentee for the above-identified patent (except for U.S. patent documents), and patentee is not aware of any 
correspondence between the Office and the patentee for the above-identified patent that is not among patentee's 
records. 

□ Patentee does not possess any record of the correspondence between the Office and the patentee for the 



j i O ^ 



1 




0^L 


Date 







\ 




7oU„ furl* fl,.A/> 3W3 

ited name 



A copy of this notice should be returned with the reply. 



Burden Htm Statement: This collection of information is required by 37 CFR 1.25 1 . The information is used by the public to reply to a request for copies of 
correspondence between the applicant and the USPTO in order to reconstruct an application file. Confktcntialirv is governed by 35 U.S.C. 122 and 37 CFR 1 14 This 
form is estiniatcd to take 60 minutes to complete. This time will vary depending upon the needs of the individual case. Any comments on the amount of time you are 
required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, Washington, DC 2023 1 DO NOT SEND FEES OR 
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Washington, DC 2023 1. 



FORM PTO-2055-B (REV. 11/2000) 



